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Art Unit: 1611 

DETAILED ACTION 

Claims 1-7, 9-27 are rejected 35 USC 112, paragraph 1, for lack of enablement in terms 
of how to use. The reasoning was given previously in the Final Rejection, supplemented by 
remarks in the Advisory action. 

Claims 1-7, 9-27 are rejected under 35 U.S.C. 112, paragraphs 1 and 2, as the claimed 
invention is not described, or is not described in such full, clear, and exact terms as to 
enable any person skilled in the art to make and use the same, and/or failing to particularly 
point out and distincdy claim the subject matter which applicant regards as his invention. 
Specifically: 

^/l. Even with the new convoluted R 7 language in the Claim, the additions still constitute 
new matter. There is only the one Claim 14 species that applicants are entided to for the 
dimethylaminocarbonyl choice, so that species should simply be put into claim 1. As the 
claim is currendy written, the limitation on n, etc, only operates when "one"R 7 is 
dimethylamino. If both are dimethylamino, the limitations don't apply. 
l.The new R 7 containing term heavily overlaps with the Rs containing term. For example, 
the m = 2 choice is now superfluous. 
^/3.The "alkyl" groups which have appeared in the third from last lines of Claim 1 and Claim 

6 appear to be new matter. Where did these groups come from? 
^/4. "Alkylthio" in the second to last line of Claims 1 and 6 lack description. The "thioalkoxy" 
could have been that, or it could have been mercaptoalkoxy; there is no way to know for 
sure which the specification originally intended. 
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S.Similarly, the replacement of the original "carboxylic acid" (i.e. RC0 2 H) in claim 6 with 
"carboxy" similarly lacks description. While RC0 2 H was clearly wrong, the "carboxy" is an 
arbitrary choice to replace it, since -R-C0 2 H or even -OC(0)R could have been what was 
intended. 

6. Similarly, the "phenyl amino" in Claim 12 lacks description in the specification. "Benz" 
normally denotes a fused benzene ring, e.g. in benzimidazole. 

7. Further, this choice isn't permitted by the main R 5 definition anyhow. 

8. What is the new "alkylsulfoxy" group in Claims 1 and 6? 

9. Moreover, what is "alkylphospho"? Phospho is normally a prefix indicating the presence 
of the element phosphorous in some form. 

10. The scope of "carbohydrate-moiety" as the second choice for R* is entirely unclear. Does 
the "naturally occurring" modify this as well? What is its structure? How is the moiety 
formed? 

11. The "cyclic" of Claim 10, line 2, has no antecedent basis in Claim 1. 

12. The word "group" is presumably missing from the second line of Claim 10. 

13. Claim 10, fifth from last line, last term has a substituent not permitted by Claim 1. 

14. Likewise, the nicotinyl has a substituent (the phenyl) which isn't permitted on the 
heterocyclic ring. 

15. Claim 22 does not make sense. "And" should be replaced by "or" since one or the other, 
but not both of these can be true. 

16. When Q is substituted alkyl, substituted with what? 
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17. Claim 26-7 have R 5 as H, but that is not permitted by Claim 1. 

18. The new version of Claim 14 has its numerals too small to be read. 

19. The sixth species of Claim 14 has R> as a substituted alkenyl;, not provided for in Claim 
1, and hence not having a disclosed utility. 

20. The last two terms of claim 18 are indefinite for reasons given in point 18 of the Final 
Rejection. 

21.0riginal point 20 remains. The problem was fixed for carbocyclic but not heterocyclic in 
Claims 1 and 20, and just the reverse in Claim 15. 

The elimination of the methoxy as a choice for R4 and narrowing the carbocycle 
definition eliminates the art rejections. 

Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Mark L. Berch whose telephone number is 703-308-4718. 

Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Mark L. Berch whose telephone number is 703-308-4718. 
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